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I hereby cewgyhat this papef^Sib'ng with any paper referred to as being attached 
or enclosed) J^^^^jg^tt'with the U S. Postal Service on the date shown 
below with sufftcie Ttt'-pub r a^ e as First Class Mail, in an envelope addressed to: 
Commissioner for Patents. P.O. Box 1450, Alexandria, VA 22313-1450. 

Dated: March 



In re Patent Application of: 
Yuka Matsui 

Application No.: 10/561,629 

Filed: June 21, 2004 as PCT/JP2004/008710 (national 
stage entry on December 20, 2005) 

For: OPHTHALMIC COMPOSITION 




Confirmation No.: 8420 
Art Unit: Not Yet Assigned 

Examiner: Not Yet Assigned 



9 2007 Signature: 

(David A. Gass) 



Docket No.: 19036/40796 
(PATENT) 



IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



PETITION UNDER 37 CFR S1.182 



Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 

Dear Sir: 



Relief Requested 

Assignee respectfully requests that the U.S. Patent and Trademark Office 
substitute the attached Declaration of Facts of Ms. Makoda Yamashita and its corresponding 
Exhibits A-F (redacted) for the similar documents that were filed on February 2, 2007 with a 
Petition Under 3 7 CFR § 1 .47(b). A check in the amount of $400, as required by 37 CFR 
§§1.1 7(f) and 1.182, is also enclosed. The Director is authorized to charge any deficiency in W 
fees paid to Deposit Account No. 13-2855, under Order No. 19036/40796. 



Explanation of Facts to Support Relief Requested 

The inventor for this application, Yuka Matsui, has changed jobs and has S 

refused to sign an inventor's declaration or cooperate with her former employer, the assignee § 

of this application. On February 2, 2007, a petition to accept the filing of the application S 

cu 

under 37 CFR §1 .47(b) was filed. However, Ms. Matsui refused to permit the assignee to § 

provide her address for the petition under 37 CFR § 1 .47(b). ^ 



OJ 

r— so 



Application No. 1 0/56 1 ,629 



Docket No.: 19036/40796 



According to a recent Japanese privacy law, the assignee is barred from 



supplying any personal information about Ms. Matsui, including email and mailing addresses, 
without her consent. A petition to suspend the ruled was filed to explain these circumstances. 
The evidence in support of the Petition under 37 CFR § 1.47(b) included exhibits that contain 
personal information and should properly have been redacted. The replacement Exhibits A- 
F, filed herewith, have been redacted to remove all private information for inventor Matsui. 
The information relevant to the petition under 37 CFR § 1.47(b) has not been redacted. In 
deference to the Japanese privacy law, the assignee requests that the Patent Office accept 
substitution of these replacement Exhibits A-F and destroy the originally submitted Exhibits 
A-F. If the original documents have been stored electronically, the assignee requests that the 
electronic versions be destroyed as well, so that they do not appear in any electronic file 
wrapper, now or in the future. 

Also enclosed with this Petition is a copy of a duly executed Statement under 
37 CFR 3.73(b), signed by the assignee. The undersigned attorney represents the assignee in 
this matter. 

If the Patent Office or Petitions Officer wishes to discuss this request further, 
s/he is invited to contact the undersigned at the telephone number listed below. 

Dated: March 9 2007 Respectfully submitted, 




David A. Gass 



Registration No.: 38,153 
MARSHALL, GERSTEIN & BORUN LLP 
233 S. Wacker Drive, Suite 6300 
Sears Tower 

Chicago, Illinois 60606-6357 
(312) 474-6300 
Attorney for Assignee 
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STATEMENT UNDER 37 CFR 3.73ib) 

Appllcent/Pstent Owner Yuka Mgtsiri 



Application No./Palent No.: 10/561, .629 Filed/Issue Date: December 20, 2005 

Entitled: OPHTHALMIC COMPOSITION 



KOEAYASHI PHARMACEUTICAL CO. LTD. , a Corporation 



(N»m« of A&.-.ign«i3) (Type of Aasfcnte. e.g.. cgrpoution. pnrtnmNp. urt»v«*Hy. government agency. «lc,) 

states that it is: 

1- pT| the assignee of the entire right, title, and interest: or 

2- [^] an assignee of less than the entire right, title snd interest 

{The extent (by percentage) of its ownership Interest Is %) 

In the patent appltcaiion'patent identified above by virtue of either: — 

A. 0 An assignment from the inventor(s) of the patent application/patent identified above. The assignment 
was recorded in the United States Patent and Trademark Office at Reel 018674 
Frame 0470 , or a true copy of the original assignment is attached- 

OR 

B - I""! A chaln of fit,e rrom the invent ^ r {s), of the patent application/patent identified above, to the current 
— assignee as follows: 

1. From: to: 

The document was recorded in the. United States Patent and Trademark Office at 



Ree ' . . Frame , or for which a copy thereof is attached. 

2. From: To: 

The document was recorded in the United States Patent and Trademark Office at 



* eeJ • Frame . , or for which a copy thereof is attached. 

3. From: To: 

The document was recorded in the United Slates Patent snd Trademark Office at — ~~ 

Reel . . Frarne . or for which a copy thereof is attached. 

JO. 

Additional documents in the chain of title arc listed on a supplemental sheet. 

As required by 37 CFR 3.73(b)(1)(i), the documentary evidence of the chain of title from the original owner 
to the assignee was, or concurrently is being, submitted for recordation pursuant to 37 CFR 3.11. 
{NOTE: A separate ccpy [I.e.. a true copy of the original assignment document)) must be submitted to Assignment 
Division in accordance v/ith 37 CFR Part 3. to record the esstgr.ment in the records of the USPTO. £££ MP£P 302.08] 

The undersignerJj[vvhose title J supplied below) Authorized to act on behalf of the assignee. 

^-n / w / ) . rvA February 1, 2007 





y ' ^igTiatuf^ 




Yutaka KOBAYASHI 




Printed or Typed Name 




President & COO 



Date 
81-72-640-0122 



Telephone Number 

81-72-641-7840 

Tl1,e Facsimile Number 



-war 



1 6 1007 



I hereby cert** that this paper {along arty paper referred to as being attached 
of enclosed) Xg5g''"9 deposited withjgyU.S. Postal Service on the date shown 
below with s uf^^postagea. g^Cf ai;£ Mad, in an envelope addressed to 
Commissioner fO^j g^j^^P w 1 450, Alexandria. VA 22313.1450. 

Dated: fg^jg^L Signage: ^^//^J^xM 

(David A. Gats) 



Docket No.: 19036/40796 
(PATENT) 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



In re Patent Application of: 
Yuka Matsui 

Application No.: 10/561,629 



Confinnation No.: 8420 



Filed: June 21 , 2004 as PCT/JP2004/008710 (national Art Unit: Not Yet Assigned 
stage entry on December 20, 2005) 



For: OPHTHALMIC COMPOSITION 



Examiner: Not Yet Assigned 



DECLARATION OF FACTS F OR PETITION TO ACCEPT FILING UNDER 37 ren 

§1.47fh) " ~ * 

Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 



Dear Sir: 



I, Madoka Yamashita, hereby declare as follows: 



1. I am a Senior Staff member of Kobayashi Pharmaceutical Co., Ltd., 
assignee of the above-identified application (hereafter "Assignee"). I submit this Declaration 
for the purpose of setting out facts relating to the refusal of Yuka Matsui, sole inventor of the 
subject matter in the above-identified patent application, to execute a Declaration. 

2. On June 20, 2003, Japanese Patent Application No. 2003-176965 was 
filed, naming Ms. Matsui as sole inventor and naming Kobayashi Pharmaceutical Co., Ltd. as 
Applicant. On October 31, 2003, Ms. Matsui left Kobayashi Pharmaceutical. On June 21, 
2004, PCT Application No. PCT/JP2004/00871 0 was filed, claiming priority to Japanese ' 
Patent Application No. 2003-176965. On December 20, 2005, U.S. national stage application 
of PCT Application No. PCT/JP2004/008710 was entered. The present application is that 
national stage application. 



Application No. 10/561,629 



Docket No.: 19036/40796 



3. At the time of the invention, Ms. Matsui was an employee of the 
Assignee. Ms. Matsui executed an assignment (Exhibit A to this declaration) by which she 
assigned to the Assignee all of hex rights in the invention, in the priority application No. 
2003-176965, and in all related applications that claim such priority. A translation of the 
assignment is provided in Exhibit B. 

4. On April 28, 2006, 1 emailed Ms. Matsui to provide her the unexecuted 
inventor's declaration ("the Declaration") for the above-identified application (Exhibit C) A 
copy of this email is attached as Exhibit D. I did not receive a response. On information and 
behef, two days later, Naoko Harada, a co-worker at Kobayashi Pharamceutical Co., Ltd., 
hand-delivered the Declaration to Ms. Matsui. 



[ on 



5. I again sent the Declaration to. Ms. Matsui via registered mail l 
August 24, 2006; however, she refused delivery. A copy of the letter sent and the receipt of 
the reg JS tered mail and tracking summary are attached as Exhibit E. On August 29 2006 I 
sen, the Declaration to Ms. Matsui via email, again with no response. A copy of this emaU is 
attached as Exhibit F. 

6. On information and belief, my manager Yasuyo Yamaguchi called Ms 
Matsui on August 30, 2006 to ask Ms. Matsui about the outstanding Declaration and she 
replied that she would not sign the Declaration. 

7. I hereby declare that all statements made herein of my own knowledge 
are true and that al] statements made on information and belief are believed to be true- and 
further ,ha, these statements were made with the knowledge that willful false statements and 
the hke so made are punishable by fine or imprisonment, or both, under 18 U.S.C. §1001 and 
that such willful false statements may jeopardize the validity of the application or any patent 
issued thereon. 



Dated: Vec^l .^t, Signed: ({g^^fa 

Name: Madoka Yamashita 
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ASSIGNMENT 

August. 20, 2003 

(Assignee) 

Address: 3-6 Doshomachi 4-chome, Chuo-ku, Osaka-shi, Osaka 
Name: KOBAYASHI PHARMACEUTICAL CO., LTD 
Representative: Kazumasa Kobayashi 

Regarding the following invention, the assignor acknowledged the articles below of 
the "regulations for employee's invention" complied by the Research and 
Development Division of KOBAYASHI PHARMACEUTICAL CO., LTD, and hereby 
assigned all rights to obtain patents, all rights to obtain utility model registrations, 
all rights to obtain design registrations, all copyrights ( including the prescribed 
rights pursuant to Article 27 and Article 28 of the Copyright Law), and all other 
intellectual property rights in Japan and elsewhere in the world to-KOBAYASHI 
PHARMACEUTICAL CO., LTD. 

Note 

Patent-application 1 Title of Invention: Ophthalmic composition 

Patent Application Number: 2003-176965 
Application Date: 06/20/2003 

(Assignor) 

Address: Angel Uchida #301, 1-22 Nishicyujo-cho, Ibaraki-shi, Osaka 
Name: Yuka MATSUI [signature] [seal] 

[Regulations for Employee's Invention] 

Article 2 (Definition of Terms), Article 3 (Assignation of Rights), Article 4 (Filing), 
Article 5 (Authorization of Employees' Inventions and Decision of Succession), 
Article 6 (Restriction on Individual Applications and Transfer of Rights to Third 
Parties), Article 7 (Application Procedures), Article 8 (Obligation for Assignation of 
Rights to Obtain Patents), Article 11 (Compensation Payment), Article 12 
(Compensation for Co-inventors), Article 13 (Compensation for Resignation, 
Retirement, and Death), Article 17 (Inventions other than Employees' Inventions), 
Article 18 (Treatment for Employees on a Short-term or Temporary Contract), Article 
19 . (Application for Mutatis Mu tan dIs~~to Utility Mocfel Registrations and Design 
Rights), Article 20 (Foreign Applications) 



Verification of Translation 



I, Kimid DEDA of c/o AR C O "PATENT OFFICE at 3»J Fl , Bo-eki Building, 123-1 
-Higashi-machi, Chuo-kurKobe-shi-650-0031-trAP 

1. I am a translator and am familiar with both the Japanese and English 
languages. 

2. I am the translator of the documents attached hereto and certify that the 
following is a true translation to the best of my knowledge and belief of the 
assignment. 

Dated this 6th day of December 2006 



Kimio UEDA 
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UN THE UNITED STATES PATENT AW ' T - "ft* : 



DECLARATION FOR PATENT 



As a below panned inventor, I hereby declare that: 

My residence, post office address and citizenship are as slated below nextto my name. 

I believe I am an original, first and sole inventor of the subject matter which is claimed and 
for which a patent is sought on the invention entitled: 

OPHTHALMIC COMPOSITION 

the specification of which was filed on 21 June 2004 as PCT/JP2004/OO871O, and assigned 
U.S. Patent Application Serial No, 10/561 7 629 

I hereby state that I have reviewed and understand the contents of the above identified 
specification, including' the claims, as amended by an amendment, if any, specifically referred 
to herein. 



I nckno wjedge the duty to disc lose all information known to mc that is material to 
IpajgnTalgjity "in ^pfA^ z^\^Y\i\^31 9 Code ofTederal R^ilations; § 1 .56. 

FOREIGN PRIORITY CLAIM 

-I hereby claim foreign priority benefits under Title 35, United States Code § 115>(a>(d) of any 
foreign application^) for patent or inventor's certificate listed below and have also identified 
below any foreign application for patent or inventor's certificate having a filing date before 
that of the application on which priority is claimed: 

| | no such foreign applications have been filed 

fx] such foreign application have been filed as follows: ._ „ 



EARLIEST FOREIGN APPLICATION(S), IF ANY FILED WITHIN 12 MONTHS 
(6 MONTHS FOR DESIGN) PRIOR TO THIS U.S. APPLICATION 



Application Number 


Country 


Jjztt of Filing 
(dd/mm/yvyy) 


Priority Claimed 
Under 35 USC J 19 


2003-176.065 


Japan 


20/06/2003 


x Yes No 



1 of 3 



Attorney Docket Ho.: 28113/40406 
Declaration of Talent Application 



ALL FOREIGN APPLICATION^), IF ANY FILED MORE THAN 12 MONTHS . 
(6' MONTHS FOR DESIGN) PRIOR TO THIS U.S. APPLICATION 



Applies tioTi Number 


Country 


Date of Filing 
(dd/rnm/yyyy) 


Nooc 







CLAIM FOR BENEFIT OF EARLIER U.S. PROVISIONAL APPLICATIONS 



I hereby claim priority benefits under Title 35, United States Code §1 1 9(e), of any United 
States provisional patent application^) listed below: 

CLAIM FOR BENEFIT OF EARLIER U.S./PCX APPLICATION(S) 

I hereby claim the benefit under Title 35, United States Code, §120 of the United States 
application(s) listed below and, insofar as the subject matter of each of the claims of this 
application is not disclosed in the prior United Slates application in the manner provided by 
the first paragraph of Title 3 5, United States Code, § 112, 1 acknowledge the duty to disclose 
all information that is material to patentability in accordance with Title 37, Code of Federal 
^Regulations, § 1.56 which became available to me between the filing date of the prior 
application and the national or PCT international filing date of this application: 

' fxj' no such VS./PCT applications have been filed," ■ . 

(~1 such U.S./PCT application have been filed as follows: 



I hereby declare that all statements made herein of my own knowledge are true and that all 
statements made on information and belief are believed to be inie; nnd farther that these 
statements were made with the knowledge that willful false statements and the like so made 
are punishable by fine or imprisonment* or both, under Section 1001 of Title 18 of the United 
States Code and that such willful false statements may jeopardize the validity of the 
application or any patent issued thereon. 

J hereby appoint: 

All practitioners at Customer Number 04743 

all of MARSHALL, GERSTEIN & BORUN LLP, 233 S. Wacker Drive, Suite 6300, SeaTS 
Tower, Chicago, Illinois 60606-6357, jointly, nnd each of them severally, my attorneys at 
law/patent agent(s), with full power of substitution, delegation and revocation, to prosecute 
this application, to make alterations and amendments therein, to receive the patent, and to 
transact all business in the U. S. Patent and Trademark Office connected therewith. 
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Attorney Docket No.: 28 J 13/40406 
Declaration of Pelent Application 



P]e2se mail all correspondence to David A. Gass, whose address is: 

MARSHALL, GERSTEIN A BORUN LLP 
233 S. Wackcr Drive, Suite 6300 
Sears Tower 
Chicago, Illinois 60606-6357 



Please direct telephone calls to: David A. Gass at (312) 474-6300. 
Please direct facsimiles to: (3 12) 474-0448 



Full name of sole or flrsi lnvcnlor 

yixika Matsui : 



Sole or first inventor *s 5 i£nanjrc 



Residence 

Ibaraki-shi, 



ciiiicnship Japanese 



Mailing Address 



Kobayasfctf Pharmaceutical Co^ Ltd.. 
R&D Company 3 0-3,-Toyokawa 1 -chome, ~ i bar ak i ~ s h i , Os a ka 567-0057 j&p4n 



3 of 3 



Madoka Yamasbita cc 
^ - J04231/KENKYU/KOBAYASHI 

DCC 



A**JUJm*+*J**. 20O6/04/28 1) 08 ,,-m-,. 



/^H): mxt.HOTMAILCOM -sCD|e^X5— o SMTP Protocol Returned a Permanent Error 550 Requested 

action not taken: mailbox unavailable 

^(tX^-UTK-h^gfiL/cii^lCli 

m\€T^X~ . - 1 — , . • — 

KENKYU0 1 /KOBAYASHI, 2ENSHA1 t /KOBAYASHI, ZENSHA1 1/KOBAYASHI. KENKYU01/KOBAYASHI 
B*fc 2006/04/28 11:08:17 



.2006/08/23 

--- --- . wsfcras^sas 

— . .- - . - . ■ ssft ilia 

f 567-0057 

*Ej»3e*m»;ii-T'a 3 0-3 

TEL:072-64Q-0122 FAX:072-641-7840 
E— ma i 1 : y.yamaguchi@kobayashi.co.jp 



-ti:*Tv-Jl«K*«v»U-rc*D*--r%- --— 1 - 

-" 2 ; ^@#l?m^NorT0/561 r 62^ •-" 
---3 > '»_^"^l*;fflS'N6.2529860(SSBffiK4#» 2003-176965)<DSSi&i£ 

f S-ct. iob<^lu*bi^.- — - - 



S: i£ A <9 ft £ 




S5SttiR^*D*»^STo ^ 0120-232886 
*f > * — ^ V h http://www.post.japanpost.jp 




I® 3 If hs 
YUBJN HOMEPAGE 




^ft*!**^ • *SSatl J ^fiEfcKl»St>§ f?*^;!*~9-#&3t:j ENGLISH 



Pi, 



2006/11/29 15:53 



1 



mil 




DO 











&mU£i£^te46543713985 



• EXPACK 
' frf§ 
EMS 

■(BBRXIf^Sffilhr 



{§§§2) 



jag* 



Kampo 







nm- 


mmm& i 






8J1240 
13:50 


SIS 








567-0059 ( 


8^ 24 a 
18:50 






l^ffc ' 1 




1567-8799 | 


8£25B 
0:21 








*mm ■ 


539-8799 | 


8/125'H 
11:05 


mm 




f?1&Sjt 1 




321-8799 | 


8M25B 






| 




1321-8799 | 


9J320 










1321-8799 | 


9^20 






mmmm. i 




321-8799 | 


9^30 
10:05 


&m 




^fUSM J 




321-8799 | 


9^40 — 
0:27 






SgfefcK- | 




539-8799 J 


9£4B 
6:00 ' 


mm'—-- — 




55* | 




I567-8799 I 


9^40 
11:23 J 






\m& i 




|567-8799 | 



TOP, } | ggjjggRg l 













EXPACK 



























1-1 



Mi 



H 

|| 

PI 



m 

-.-sr.; 



.«•! 




8> 3 U h, 

YUB5N HOMEPAGE 



i -X "V; 



L 



S Hfb jet c. ':. "^iSpNo'. ' 



: : U^}^ltc|liulexS| Search I Jaoanese 



11 :05 December 01 , ZOOM 



Detai led registered i tem 
search resul t 



The item number searched is 4654371 3985 
(Simplified Registered Mail). 



Date 



Aug 24 
13:50 



Aug 24 
18:50 



Aug 25 
0:21 



Aug 25 
11:05 



Aug 25 



Sep 2 



Sep 2 



Sep 3 
10:05 



Sep 4 
0:27 



Sep 4 
6:00 



Sep 4 
11:23 



Status 



Posting/Col I 
ection 



Dispatched a 
t Exchange 0 
f f ice 



Detai Is 



Dispatched a 
t Exchange 0 
ft ice 



Processing a 
t de I i very P 
ost Office 



Absence. Att 
empted deliv 
ery. 



Returned 
Sender 



to 



Returned 
Sender 



to 



Relent ion 



Retent ion 



Dispatched a 
t Exchange 0 
f f ice 



Dispatched a 
t Exchange 0 
f f ice 



Process i ng a 
t de I i ve ry P 
ost Office 



Returned to 
sender 



Post 
of f ice 



ZIP code 



I BA RAK 1 SH 
TflTZU 



567-0059 



I BARAK I 



567-8799 



SHIN0SAKA 



539-8799 



UTSUNOMIY A 
HI GASH I 



321-8799 



UTSUNOMIYA 



Hi GASH I 



321-8799 



UTSUNOMIYA 
HTGASHT 



321-8799 



UTSUNOMIYA 



HTGASHT 



321-8799 



UTSUNOMIYA 



Hi GASH I 



Prefect! 
ture 



Osaka pf| 
ref ectuiH 



re 



Osaka p 
refectu ^ 

re .1 



Osaka pi,^ 
refectuS! 
re 



Tochig Jg 
i prefeS 

cture * :: 1§ 

m 



Tochig M 
i prefefi 
cture 



Tochig 
i prefe 
cture 



Tochig - 
i prefe 
cture 



321-8799 ~] 



SHI N0SAKA 



539-8799 



I BARAK I 



567-8799 



I BARAK I 



567-8799 



Tochig 
i prefe 
cture 



Osaka p 
refectu 
re 



Osaka p 
refectu 
re 



Osaka p 
refectu 
re 



A V? )*■ Madoka Yamashita cc 

*\r* J04231/KEHKYU/KOBAYASHI bcc 

^^u^ 2006/08/29 ,3 :55 ^ ;M*«-^Trt-. 

■■-'WiiKasafitt-ttTwrr-. = — ---- 



pdf 



JSCS: mx2.H0TMAILC0M ^©.lEgX^-. SMTP Frotocol Returned a Permanent Error 550 Requested 

action not taken: mailbox unavailable 

iBl§/<X : ■ : 



KENKYU01/KOBAYASHI 2ENSHA1 1/KOBAYASHI. ZENSHA1 1/KOBAYASHI, KENKYU01/KOBAYASHI 
S&Sfe: 



B#: 2006/08/29 13:55:43 



^ ulit n aafe 

4bV Madoka Yamashrta cc . 

A VV J0423 1/KENKYU/KOBAYASHI h 

2006/08/29 14:02 i ««- 

******** *****♦*'♦ ********** *. ******. 



